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Patently Absurd:

Expanded State Immunity in the Global Knowledge Market
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“We live in a knowledge economy and patents are its foundation.”[2]
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I.          Introduction
 
1.      Recent Eleventh Amendment jurisprudence reflects an increasingly pronounced protective vigilance by a

majority of the Supreme Court[3] over states’ sovereign immunity.[4]  This posture has resulted in a frustration
of Congressional attempts to render states amenable to suit in federal court through immunity abrogation
provisions in federal patent and trademark legislation as well as through other types of legislation.[5] The
Supreme Court’s concern to protect states’ sovereignty was particularly evident in Florida Prepaid
Postsecondary Educational Expense Board v. College Savings Bank.[6]  In that case, even though Congress had
explicitly indicated its intent to waive the states’ immunity from suit, the United States Supreme Court held that
sovereign immunity shields states from suit in federal court for infringement of patent interests otherwise
protected under the Patent and Plant Variety Protection Remedy Clarification Act (“Patent Remedy Act”).[7]

 
2.      This article will argue that the direction taken by the Supreme Court in Florida Prepaid and in other recent

cases in which the Court has interpreted the Eleventh Amendment marks an ill-founded and most unfortunate
departure from traditional Eleventh Amendment analysis.[8]  Section II will provide a short history of the
evolution of Eleventh Amendment doctrine from its beginnings to the present.  Section III will examine the
holding of Florida Prepaid.  Section IV will provide discussion of the recent marked increase in states’ use of
patent protection, and will point to the inequity produced when a state may sue an individual or business entity
to obtain a remedy for infringement of the states’ patent, but an individual or business entity may not enjoy the
same right to be protected against infringement by the state.  It will be urged that the recent turn of the Supreme
Court privileges states in ways that are patently unfair and unworkable in the contemporary knowledge
economy.

 
II.         The Eleventh Amendment and State Immunity
 
3.      Preliminary to evaluating the Supreme Court’s recent holdings regarding state immunity, it is essential to

review the history of Eleventh Amendment interpretation.  In 1795, Congress passed the Eleventh Amendment
in a swift response to the Supreme Court’s decision in Chisholm v. Georgia that a citizen of South Carolina
could sue the state of Georgia in federal court to collect monies owed for provisions sold to Georgia during the
Revolutionary War.[9] The Eleventh Amendment swiftly overturned Chisholm, prohibiting federal court
jurisdiction over suits brought by citizens of one state against another state.[10]  Although the plain language of
the Eleventh Amendment applies only to actions brought against a state by a citizen of another state, the
Supreme Court has interpreted the amendment more broadly.  In 1890, the Supreme Court applied the Eleventh
Amendment expansively in Hans v. Louisiana when it held that state citizens could not sue their own states in
federal court.[11] This interpretation of the Eleventh Amendment avoided the anomaly of allowing citizens of a
state, but not citizens of other states, to sue the state in federal court.[12]

 
4.      In Ex parte Young, the Supreme Court further construed the Eleventh Amendment to allow suits against state

officers by creating a legal “fiction” circumventing state sovereign immunity.[13] There, the Court held that a
suit alleging that a state officer acted illegally, and personally naming the state official as defendant, was not an
action against the state and was permissible to allow a plaintiff to recover prospective injunctive relief against
the officer.[14] In Parden v. Terminal Railway Co., the Court narrowed the application of the Eleventh
Amendment and held that states could constructively waive their sovereign immunity by engaging in ordinary
commercial activities not within their core sovereign powers.[15] In 1976, the Supreme Court further decreed
in Fitzpatrick v. Bitzer that in certain circumstances, Congress could authorize individuals to sue a state in
federal court.[16] There, the Court held that Congress could abrogate states’ sovereign immunity when acting
pursuant to its enforcement powers under section 5 of the Fourteenth Amendment.[17]

 
5.      In 1985, however, the Court announced the “clear statement” rule in Atascadero State Hospital v. Scanlon.[18]

The Court in Atascadero held that Congress must express its intent to abrogate the states’ Eleventh Amendment
immunity using “unmistakable language in the statute itself.”[19] Four years later in Pennsylvania v. Union Gas
Company, the Court allowed Congress to abrogate Eleventh Amendment immunity through legislation passed
pursuant to the Commerce Clause, upon a finding that Congress had explicitly stated its intent to authorize suits
against state governments.[20]

 
6.      In 1996, by a five-to-four vote, the Supreme Court in Seminole Tribe of Florida v. Florida reversed its earlier

decision in Union Gas and held that Congress lacked authority under Article I of the Constitution to abrogate
the states’ Eleventh Amendment immunity from suit in federal court.[21] The Court, however, reaffirmed its
holding in Fitzpatrick v. Bitzer,[22] that Congress had the power to abrogate state sovereignty under Section 5
of the Fourteenth Amendment.[23] Under Seminole, Congress may abrogate a state’s Eleventh Amendment
immunity if Congress unequivocally expressed its intent to abrogate such immunity, and if it also acted
pursuant to a valid exercise of power.[24]

 
7.      One year later in 1997, the Supreme Court decided City of Boerne v. Flores and held that Congress cannot

abrogate states’ sovereign immunity under Section 5 unless the abrogating legislation deters or remedies
unconstitutional state conduct.[25]  Legislation that is “appropriate” under Boerne must be tailored to reflect a
congruence and proportionality between the identified injury and the means adopted to remedy the offending
conduct.[26] On the same day that the court decided Florida Prepaid in 1999, the Court found in College
Savings Bank v. Florida Prepaid Postsecondary Educational Expense Board that the Federal Trademark
Remedy Clarification Act was not “appropriate legislation” under Section 5 of the Fourteenth Amendment to
abrogate Florida’s Eleventh Amendment sovereign immunity protection, because the statute did not protect
“property rights” within the meaning of the Fourteenth Amendment.[27]

 
8.      Two months after its companion decisions in Florida Prepaid and College Savings, the Supreme Court once

again barred a suit against a state on the basis of state sovereign immunity.  In Alden v. Maine, the Court held
that the principle of sovereign immunity underlying the Eleventh Amendment also operates as a bar to suit
brought against states in state court.[28] On January 11, 2000, the Supreme Court continued its “states’ rights”
judicial journey by finding in Kimel v. Florida Board of Regents that although the Age Discrimination in
Employment Act contained a clear statement of intent to abrogate states’ sovereign immunity, the abrogation
provision exceeded Congress’ authority under Section 5 of the Fourteenth Amendment.[29]

 
III.       Florida Prepaid and Its Implications
 
9.      In order to fully appreciate the context within which the Court’s decision in Florida Prepaid arose, a brief

description of the events leading to the Patent and Plant Variety Protection Remedy Clarification Act (the
Patent Remedy Act) is appropriate.  In 1985, the Supreme Court held in Atascadero State Hospital v. Scanlon
that Congress must express its intention to abrogate the states’ Eleventh Amendment immunity in “clear and
unmistakable language.”[30] In 1990, the Federal Circuit decided two cases, Chew v. California[31] and Jacobs
Wind Elec. Co. v. Florida Dept. of Transportation,[32] in which it upheld the states’ Eleventh Amendment
immunity from patent suits in federal court on the basis that Congress did not adequately express its intent to
abrogate the states’ sovereign immunity as required in Atascadero.[33]

 
10.  In response to the Chew and Jacobs decisions, Congress passed the Patent Remedy Act in 1992, making

explicit its intent to abrogate states’ sovereign immunity.[34]  This amendment to the Patent Code abrogated the
states’ Eleventh Amendment immunity from patent suits brought in federal court, and exposed states to the
same legal and equitable remedies already available against entities other than states.[35]

 
11.  In Florida Prepaid, College Savings Bank alleged that Florida Prepaid’s tuition prepayment program infringed

its patent under the Patent Remedy Act, and sued for declaratory and injunctive relief, as well as money
damages, attorney’s fees, and costs.[36] Florida Prepaid is a Florida state agency that administers a prepaid
college tuition program.[37] The program, begun in 1988, allows Florida residents or their children to pay at
current prices for the children’s future college education.[38] From its inception until 1999, Florida Prepaid
sold over 500,000 prepaid college and dormitory contracts.[39]

 
12.  College Savings Bank was a New Jersey bank that sold certificates of deposit known as the “CollegeSure CD”

to investors financing the future costs of their children’s college education.[40] On January 26, 1988, College
Savings Bank was assigned United States Patent No. 4,722,055 (the “055” patent), entitled “Methods and
Apparatus for Funding Future Liability of Uncertain Cost.”[41] The patent protects College Savings Bank’s
calculation methodology for guaranteeing investors sufficient funds to meet their college expenses at a future
date.[42] College Savings Bank described the patent as follows:

 
[T]he... invention... provid[es] a data processing system which implements an insurance investment
program that combines the risk reduction advantages of a mutual fund with the protection advantages
of an insurance policy, and moreover provides protection for a future liability of uncertain cost... 
The system also provides for the management of the fund of invested premiums so that the yield of
the fund at least matches the increase in cost of the insured liability and so that the cash flow from
the fund is adequate for funding the programs liabilities at their predetermined maturity dates.  The
system periodically processes investor transactions to update the program funds asset positions,
provides information to the program manager to help him evaluate options for the purchase and sale
of assets, and provides reports to the program manager and to the investors regarding income
generated by the fund.[43]
 

 
13.  On November 7, 1994, College Savings Bank sued Florida Prepaid in the United States District Court for the

District of New Jersey for patent infringement under the Patent Remedy Act.[44]  Florida Prepaid moved to
dismiss the claim, arguing that under the Supreme Court’s ruling in Seminole Tribe of Florida v. Florida,[45]
[46] the Patent Remedy Act was an unconstitutional attempt by Congress to abrogate state sovereign immunity
under the Patent Clause of Article I of the Constitution.[47]  Finding that Congress had acted pursuant to a
valid exercise of power under the Fourteenth Amendment, the district court denied Florida Prepaid’s motion to
dismiss.[48] The Federal Circuit affirmed the district court’s decision, and held that Congress, having clearly
expressed its intent to abrogate the state’s immunity from suit in federal court for patent infringement, had the
power to abrogate such immunity under the enforcement provision of the Fourteenth Amendment.[49] Florida
Prepaid appealed the Federal Circuit’s decision, and the United States Supreme Court granted certiorari.[50]

 
14.  On June 23, 1999, the Supreme Court held in Florida Prepaid that the Fourteenth Amendment did not

authorize Congress to abrogate Florida’s sovereign immunity to suit in federal court.[52] In considering
whether Congress’ abrogation of the states’ sovereign immunity under the Patent Remedy Act was a valid
exercise of its enforcement powers to secure Fourteenth Amendment protection for patentees, Justice
Rehnquist, writing for the majority, considered the test the Court enunciated in Seminole Tribe v. Florida[53]
for abrogation of sovereign immunity claims.  Seminole’s first requirement is that Congress have unequivocally
expressed its intent to abrogate the states’ immunity.[54]  In Florida Prepaid, the Court found that the Patent
Remedy Act in fact contained “unmistakably clear” language espousing Congress’ intention to abrogate the
states’ immunity.[55]

 
15.  The Court then specified that the subject legislation will be deemed “appropriate” if it reflects a congruence and

proportionality between the injury alleged and the measures adopted to remedy the wrong.[56] In applying the
“appropriateness” test to the Patent Remedy Act, the Florida Prepaid Court found that Congress had not
produced a legislative record establishing a history of unremedied, widespread, and persisting patent
infringement by the states.[57] Congress, the Court noted, had not fully considered the availability of state
remedies for patent infringement,[58] and Congressional testimony established instead that state remedies were
less convenient than federal remedies, and might undermine the uniformity of patent law.[59]  The Court
further explained that a state’s negligent act causing unintended property injury did not “deprive” that person of
property within the meaning of the Due Process Clause.[60] Based on its finding that the abrogation provision
was a disproportionate response to a small number of state patent infringements not conclusively violative of
the patentees’ constitutional rights, the Court in Florida Prepaid held that the Patent Remedy Act was not
appropriate remedial legislation under section 5 of the Fourteenth Amendment.[61]

 
16.  Concurrent with its reinforcing the states’ sovereignty against federal court litigation, the Court has infused

recent Eleventh Amendment opinions with a curious subtext ascribing “human” qualities to the states.  This
personification of the states heralds the states’ “dignity” as an important interest of state sovereign immunity.
[62]  On this topic, the Court has stressed that one purpose of the Eleventh Amendment is to vindicate the
states’ dignity[63] from offense by “unduly burden[some] litigation” brought by a private party against it in
federal court.[64]  The Court’s concept of the state as quasi-person, however, does not wholly encompass the
contours of its concern that states be treated respectfully.  To this end, the Court recently described a state’s
waiver of sovereign immunity as a “personal” privilege similar to citizens’ rights to waive counsel and to have a
trial by jury.[65]

 
17.  Most notably, states are to be treated specially and with deference, even if they act identically to private

business entities.  In College Savings Bank v. Florida Prepaid Postsecondary Educational Expense Board,[66]
Justice Scalia wrote:

 
...(A) suit by an individual against an unconsenting State is the very evil at which the Eleventh
Amendment is directed- and it exists whether or not the State is acting for profit, in a traditionally
“private” enterprise, and as a “market participant.”  In the sovereign- immunity context, moreover,
“[e]venhandedness” between individuals and States is not to be expected....[67]
 

18.  This projection of human traits onto the states has been further developed by the Supreme Court in its recent
espousal of the view that reliance on the states’ good faith is a viable mechanism for enforcing their obligation
to comply with federal law.  In Alden v. Maine, Justice Kennedy, writing for the majority, stated:

 
We are unwilling to assume the States will refuse to honor the Constitution or obey the binding laws
of the United States.  The good faith of the States thus provides an important assurance that “this
Constitution, and the Laws of the United States which shall be made in Pursuance thereof... shall be
the supreme Law of the Land.”[68]

19.  This present-day judicial reliance on the states’ “good faith” resonates in its polarity with the concerns of the
drafters of the Constitution.  Indeed, with respect to the states’ good faith being insufficient to ensure their
compliance with national legislation, Alexander Hamilton commented:

 
There was a time when we were told that breaches by the States of the regulations of the federal
authority were not to be expected; that a sense of common interest would preside over the conduct of
the respective members, and would beget a full compliance with all the constitutional requisitions of
the Union.  This language.... betrayed an ignorance of the true springs by which human conduct is
actuated, and belied the original inducements to the establishment of civil power.  Why has
government been instituted at all?  Because the passions of men will not conform to the dictates of
reason and justice without constraint.[69]

 
20.  Judicial expectations that the state “sovereign” will govern itself and refrain from infringing the rights of

patentholders seem remarkably naive.  They appear to anticipate the unlikely development that the state will
maintain an exquisite governmental demeanor displaying impeccable restraint, even when it is functioning as a
“market participant” in a market rife with seductively profitable business opportunities.  This uncertainly-
grounded paradigm for protecting patentees’ rights, in contrast to the comprehensive fluidity of the national and
international market in which patented ideas and products flow, is clearly inadequate in its lack of uniformity,
reliability, and consistency.

 
IV.        Implications of Florida Prepaid in the Current “Knowledge” Economy
 
21.  The Supreme Court’s decision in Florida Prepaid[70] is particularly significant because it immunizes states

from private lawsuits seeking money damages for patent infringement at a time when the increasing value of
patents makes such infringement a lucrative activity.[71] As patents mirror the current transformation of
America’s economy from one that values raw materials and manufactured goods to one driven by ideas,
knowledge and information, the applicability of patents has transcended a market in which, historically, patents
ensured rights to inventions that had form and substance, and were perceptible by touch.[72] As a result, many
patents now protect a much broader scope of products, both tangible and intangible, than in prior years.[73]

 
22.  The increase in the number of patent applications during the years 1998 to 2000 confirms that patents have

become a business property capable of independently augmenting a company’s worth.[74]  The increased
patent holdings of leading technology companies are also exemplary of the rising value of patents.  One
example is Microsoft, which possessed only one patent in 1990.[75] In 1999, Microsoft owned approximately
800 patents.[76] Sun, Oracle, Novell, Dell, and Intel have similarly each increased their patent acquisitions by
over 500 percent in the last few years.[77]  Also in 1999, the United States Patent and Trademark Office
received more than 288,000 patent applications, representing a ten percent increase over filings in 1998.[78] In
the year 2000, the patent office expected an additional twelve to fourteen percent increase in patent
applications.[79]

 
23.  Along with the evolution of patents into extremely valuable business assets, individual states have

enthusiastically increased their activity in the national economy both as patentees and as users of others’
patents.  For example, between 1995 and 1997, the United States Patent and Trademark Office granted over two
hundred patents to Florida’s public universities.[80] Those patents spanned a broad and varied range of subject
matter including insect repellents, reinforced plastic concrete, needles, semiconductor circuits, lasers, computer
software, projection screens, nuclear imaging, air conditioning, diamond manufacture, food processing, and
methods for the synthesis of various chemicals.[81]

 
24.  Florida’s holding of patents in joint ownership with private companies, both domestic and foreign, provides a

strong example of the state functioning as market participant.[82] In addition to its active acquisition of patents,
Florida fosters and protects its patent ownership by specifically authorizing its public universities to obtain,
license, and market their patented technologies, and to file lawsuits against infringers of the state’s patents.[83]
Florida is also exemplary of numerous other states that not only participate in commercial activities involving
the use of patents, but subsequently become plaintiffs in patent infringement actions against private parties.[84]
All of these developments evidence the broad and encompassing nature of the Supreme Court’s holding in
Florida Prepaid.

 
25.  The impact of the Florida Prepaid decision restricting patentees to state court remedies is particularly troubling

in light of Congressional directives on patent jurisdiction revealing an important federal interest in achieving
and maintaining uniformity in the interpretation and application of patent laws.[85] Originally, the framers of
the Constitution gave Congress authority over patent and copyright law in order to promote the research and
development of inventions in the area of science and related fields by securing individuals’ rights to their novel
ideas.[86] In 1948, Congress subsequently granted the federal courts exclusive jurisdiction over patent,
copyright and trademark infringement actions.[87] Further recognizing the importance of a coherent and
uniform body of law in this area of law, Congress consolidated patent appellate jurisdiction from the federal
circuits to the Court of Appeals for the Federal Circuit in 1982.[88]

 
26.  The Court’s decision in Florida Prepaid clearly undermines the federal interest in uniformity of patent laws and

remedies because it restricts a plaintiff to remedies varying in scope and availability from state to state.  West
Virginia, for example, prohibits lawsuits against the state in state court.[89] Colorado and Maine, on the other
hand, have statutory provisions authorizing waiver of sovereign immunity in limited circumstances, but these
circumstances do not include patent infringement.[90]

 
27.  The uncertainty caused by Florida Prepaid in the provision of remedies to a plaintiff who sues a state is

exacerbated by the Court’s recent ruling in Alden v. Maine that Congress has no greater power to subject a state
to suit under federal law in state court than in federal court.[91]  After Alden, it is uncertain if a state court is
obligated to hear patent infringement actions against the state.  However, even if a state’s forum is available in
this context, concerns about state court impartiality will arise, as evidenced by the constitutional and statutory
authorization for diversity actions and state court suits removable to federal court.[92]

 
28.  Florida’s activities in the marketplace, indistinguishable in form and scope from those of private entities, render

outdated and unworkable the Court’s nostalgic imagery of states needing to be protected by the conceptual
cloak of sovereignty against “undignified” private-plaintiff litigation.  To this end, the dissenting voices in
Florida Prepaid v. College Savings Bank,[93] College Savings Bank v. Florida Prepaid[94] and Alden v.
Maine[95] reflect a keen awareness of the dramatically changed nature of a global economic reality.  In Florida
Prepaid, Justice Stevens pointed out that the Patent Remedy Act will “expand in precise harmony” as states
increase their involvement with patents in the commercial arena.[96] In College Savings Bank, Justice Stevens
further critiqued the Court’s present-day invocation of 18th century sovereign immunity doctrine, because
“[s]overeigns did not then play the kind of role in the commercial marketplace that they do today.”[97]  In
Alden, Justice Souter argued against equating the States with royalty, stating that “[i]t would be hard to imagine
anything inimical to the republican conception, which rests on the understanding of its citizens precisely that
the government is not above them, but of them, its actions being governed by law just like their own.”[98]

 
29.  Although the Court has elsewhere acknowledged the information revolution occurring in the world’s economy,

its ruling in Florida Prepaid demonstrates a startlingly inadequate understanding of the importance of
consistent and effective enforcement provisions for protecting the ideas, information, and knowledge contained
in patentable inventions.[99]  This retrogressive approach to states’ sovereign immunity raises concerns for the
future.  In the coming term, the Supreme Court will hear the case of University of Alabama at Birmingham Bd.
of Trustees v. Garrett, where two state employees brought an action under the Americans with Disabilities Act
(“ADA”) against their state agency employer.[100] In University of Alabama, the Court will decide whether the
ADA exceeds Congress’ enforcement authority under section 5 of the Fourteenth Amendment as applied to the
states.[101] Clearly, the Court’s decision on the states’ sovereign immunity from claims brought under the ADA
will impact thousands of state employees nationally as well as numerous disabled persons receiving state
benefits.

 
V.         Conclusion
 
30.  Federal patent regulation advances the aims of promoting inventions, and protecting the interests of inventors in

their unique products.[102]  These goals are best served by ensuring the availability of a competent, a
knowledgeable and an impartial forum where a patentholder may seek adequate remedies to enforce his
exclusive right to a patent.  As the states intensify their involvement with patented products, it will become
increasingly unfair to force patentees to rely on a state’s good faith voluntary compliance with federal patent
laws and to seek remedies in state court when the state breaches that standard.  It is clear that without threat of
significant legal sanctions, the likelihood of patent infringement will increase, particularly when it provides a
substantial financial bounty to the state.
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MR. KASTENMEIER:...  Accordingly, could one argue that this legislation may be premature.  We really do
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line- they fill their on-line shopping carts with products, then simply abandon them...  Faced with these
problems, it’s no surprise that retailers have been eyeing Amazon.com’s one-click purchases with envy for
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States’ use of copyrighted materials is just as copious as their use of patented technology.  On this issue,
Barbara Ringer, former Register of Copyrights, testified before Congress as follows: 

States and their instrumentalities are major users of copyrighted material of all sorts- not only the familiar
forms of printed books and periodicals but the whole range of creative expression...: dance and drama,
music and sound records; photographs and filmstrips; motion pictures and video recordings; computer
software and chips; pictorial and graphic material, maps and architectural plans...  State exploitation of
copyrighted works is by no means limited to uses that can be called educational or nonprofit.  They include
large publishing enterprises, computer networks, off-air taping, public performance and display, radio and
television broadcasting, and cable transmissions, to name only the most obvious. 
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The Court of Appeals for the Federal Circuit does not, however, have authority to hear appeals in patent
cases filed in state court.  Florida Prepaid Postsecondary Educational Expense Board v. College Savings Bank, 527
U.S. 627, 649 (1999) (Stevens, J., dissenting).
[89] The West Virginia State Constitution provides: “The State of West Virginia shall never be made defendant in
any court of law or equity...”  W. VA. CONST. art. VI, 35.
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(1) A public entity shall be immune from liability in all claims for injury which lie in tort or could lie in tort
regardless of whether that may be the type or the form of relief chosen by the claimant except as provided
otherwise in this section.  Sovereign immunity is waived by a public entity in an action for injuries resulting
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or yield sign... or of accumulat[ed] snow and ice which physically interferes with public access...  

 
Maine Rev. Stat. tit. 14, 8103, Immunity from Suit, states in pertinent part:
1. Immunity.  Except as otherwise expressly provided by statute, all governmental entities shall be immune
from suit on any and all tort claims seeking recovery of damages.

             Maine Rev. Stat. tit. 14, 8104-A, Exceptions to Immunity states in pertinent part:
A governmental entity is liable for its negligent acts or omissions in 1) its ownership, maintenance or use of
any.... motor vehicle... special mobile equipment... trailers... aircraft... watercraft... snowmobiles... other
machinery or equipment, whether mobile or stationary; 2) the construction, operation or maintenance of any
public building... 3) the discharge of... pollutants into or upon land... 4)... construction, street cleaning or
repair... on any (road)...

[91] Alden v. Maine, 527 U.S. 706, 712, (holding that sovereign immunity principles underlying the Eleventh
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